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Period for Reply 

ifiSETSSS STATUT0RY PERI ° D p OR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ~ 

• a^K^K^^ lnno e ven, h o W eve r . m a y a re pl yb e tim e lyfi ,ed 

" If' US E^KSSilT iS 'f^ thBn . tt * ly (30) days ' a re ' )| y within *e statutory minimum of thirty (30) days will be considered timely 

: 

Status 



1 )E3 Responsive to communication(s) filed on 
2a)D This action is FINAL. 2b)|g| This action is non-final. ? 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 453 O G 213 

Disposition of Claims ■..»#. 

4) S Claim(s) 131-144 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K| Claim(s) 131-144 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 

a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) £3 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachments) 
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1) ^ Notice of References Cited (PTO-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 



4) □ Interview Summary (PTO-413) Paper No(s) 

Notice of Informal Patent Application (PTO-152) 
6)D Other: 




Part of Paper No. 7 



Application/Control Number: 10/070,037 Page! 
Art Unit: 3677 

DETAILED ACTION 

Notice of Art Unit Number Change 

1 . Please note that the Art Unit number associated with this Application has changed from 
3628 to 3677. 

Drawings 

2. It should be noted that the drawings have not yet been reviewed by a PTO draftsman. 
The drawings will be reviewed upon allowance of the application and Applicant will be apprised 
of their status accordingly. 
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Art Unit: 3677 

Claim Rejections - 35 USC §112 

3. Claims 138 and 141-144 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As concerns Claim 138, "ones of said decorative inserts" and "said decorative inserts" is 
indefinite, since it is not clear whether Applicant is claiming multiple decorative inserts; the 
claims thus far have defined only a single insert. 

As concerns Claim 141, the dependency of this claim is improper; for treatment on the 
merits, this claim has been treated as depending from Claim 140. 

As concerns Claim 142, "said fixing operation" should be changed to -said fixing stop- 
fer antecedent basis purposes. 

As concerns Claim 143, "said fixing operation" should be changed to -said fixing stop- 
fer antecedent basis purposes. Also, "said multiple segmented decorative insert" (both 
occurrences) lacks antecedent basis. 

As cocnerns Claim 144, "said multiple segmented decorative insert" (three occurrences) 
lacks antecedent basis. Also, "said fixing operation" should be changed to -said fixing step- for 
antecedent basis purposes. 
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Double Patenting 



4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All F.2d 438, 164 USPQ 619 (CCPA 
1 970);and, In re Thorington, 4 1 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



5. Claims 13 1-133, 136 and 138-141 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over Claims 49-53, 59, 64- 
77, 79-81 and 94 of copending Application No. 09/953,626. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because they are claiming common 
subject matter as follows: a base member and a decorative insert. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 



6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale m tins country, more than one year prior to the date of application for patent in tteltaitod States 

7. Claims 131-134, 136, 137 and 139-142 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fitzgerald US 901,333. 

Fitzgerald shows a base member (Fig. 10), and a decorative insert (Fig. 4). The support 
member is 18; the decorative insert is clamped to the support member. 

8. Claims 131-137 and 139-142 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Cheng US 5,289,700. 

Cheng shows a base member 1 1, and a decorative insert 16. The support member is 21; 
the decorative insert is clamped to the support member through "retainer" 14. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that die subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 138, 143 and 144 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fitzgerald US 901,333. 

Fitzgerald shows the claimed invention, but lacks a segmented base member. It would 
have been obvious to one having ordinary skill in the art at the time of Applicant's invention to 
have a segmented base member, since duplication of the essential working parts of a device 
involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8; and it would 
have been obvious to do so, in order to display plural signet plates on the ring. 

Patent Customers Advised to FAX Communications to the USPTO 

11. In view of delays in mail delivery in recent days, we at the USPTO would like to 
encourage you to communicate with the USPTO via facsimile. Facsimile transmissions may be 
used for correspondence as set forth in 37 CFR 1.6 such as: amendments, petitions for 
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receive 



is 



extension of time, authorization to charge a deposit account, an IDS, terminal disclaimers, 
a notice of appeal, an appeal brief, CPAs under 37 CFR 1.53(d), and RCEs. 

PTO Form 2038 should be used when authorizing payment by credit card; this form is 
maintained separate from the file to ensure confidentiality. 

The USPTO has recently installed server software that enables us to automatically 
facsimile transmissions and route them to the appropriate groups. No special equipment 
needed by our customers to use this system other than a regular facsimile machine. Each 
Technology Center has its own facsimile numbers associated with our server for Official replies 
to non-final Office actions and for Official replies to final Office actions. In addition, each 
Technology Center has a Customer Service Center on our server system and can answer any 
general application status questions you might have, can provide Examiner information and 
answer paper queries. The following is a list of all Official Facsimile numbers for Technology 



Center 3600: 



TC 3600: 

Before Final 703-872-9326 
After Final 703-872-9327 
Customer Service 703-872-9325 



By using the Official Before Final and After Final numbers, our server system will automatically 
generate a return receipt that will include the number of pages received as well as the date and 
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Art Unit: 3677 



time the facsimile was received. Additionally, the return receipt will include an image of the 
received cover page. Applicants are advised to use the certificate of facsimile transmission 
procedures when submitting a reply to a non-final or final Office action by facsimile (see 37 CFR 
1.6 and 1.8). Applicants are also advices to retain the return receipt in the event that the Office 
has no record of the facsimile submission, whether the facsimile submission is a reply to an 
Office action (37 CFR 1.8(b)), or a continued prosecution application under 37 CFR 1.53(d)) (37 
CFR 1.6(f)). 

Note, however, the Office currently does not permit new application filings (other 
than a CPA under 37 CFR 1.53(d)), requests for reexamination, drawings, and certain 
correspondence set forth in 37 CFR 1.6(d) by facsimile. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The art cited shows various structures similar to Applicant's. 
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Art Unit: 3677 

13. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Andrea Chop whose telephone number is (703) 305-6358. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-2168. 




mTENTDCAMIKER 



AMC 

August 25, 2003 



